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DETAILED ACTION 
Specification 

The disclosure is objected to because of the following informalities: Page 23, line 
20 "Figure 6" should refer to "Table 6". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1-4, 6, 8-10, 12-14, 17, 26, 34-35 and 37-42 are rejected under 35 
U.S.C. 102(b) as being anticipated by U.S. Patent No. 6,012,042 to Black (further 
referred to as Black). 

Regarding claim 1 , Black discloses a method for evaluating an investment 
portfolio (column 1, lines 20-23) comprising accessing data for a plurality of companies 
in an investment portfolio (column 1 , lines 40-44; column 2, lines 63-67; column 3, lines 
44-50); fiscally realigning the data (column 3, lines 4-6 and 59-61; column 4, lines 21- 
26; column 9, lines 55-63); calculating at least one predetermined set of values for each 
company using the fiscally realigned data (column 4, lines 45-54; column 5, lines 18-42; 
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column 6, lines 37-47); aggregating the at least one predetermined set of values to 
create aggregated values for the investment portfolio (column 6, lines 37-47; column 9, 
lines 55-63); creating a performance indicator as a function of the aggregated values 
(column 3, lines 44-50; column 9, lines 55-63; column 10, lines 57-67). 

Regarding claim 2, Black discloses wherein the data includes historical financial 
data for the plurality of companies (column 3, lines 44-50 and lines 61-64). 

Regarding claim 3, Black discloses wherein the historical financial data is 
accessed from a database (column 4, lines 20-32). 

Regarding claim 4, Black discloses wherein the historical financial data is based 
on financial disclosures by each of the plurality of companies (column 1 , line 65 - 
column 2, Iine7). 

Regarding claim 6, Black discloses wherein fiscally realigning comprises 
converting the data from a fiscal year basis to a comparable calendar year basis 
(column 3, lines 50-61; column 7, lines 14-17; column 9, lines 55-63). 

Regarding claim 8, Black discloses wherein the fiscal year basis includes a fiscal 
day, a fiscal month, and a fiscal year (column 1 , lines 51-64). 
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Regarding claim 9, Black discloses wherein the comparable calendar year basis 
includes a calendar day, a calendar month, and a calendar year (column 7, lines 14-17; 
column 9, lines 55-63). 

Regarding claim 10, Black discloses wherein the fiscally realigning includes 
eliminating data for any of the plurality of companies lacking a comparable fiscal year 
(column 5, line 42-column 6, line 13). 

Regarding claim 12, Black discloses wherein fiscally realigning comprises 
converting a fiscal period for each of the plurality of companies into a comparable 
calendar period (column 3, lines 4-6 and 59-61 ; column 7, lines 14-17). 

Regarding claim 13, Black discloses wherein the fiscal period includes one of a 
one-year period, and a quarterly period (column 1, lines 54-58; column 6, lines 49-52). 

Regarding claim 14, Black discloses wherein converting each fiscal period 
includes deriving a calendar-based date for the fiscal period and realigning the financial 
data using the calendar-based date (column 3, lines 4-6 and lines 59-61 ; column 4, 
lines 22-25; column 7, lines 14-17). 
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Regarding claim 17, Black discloses wherein the at least one predetermined set 
of values includes a fundamental financial measure (column 6, lines 36-47; column 8, 
lines 47-49; column 9, lines 55-63; column 10, lines 57-67). 

Regarding claim 26, Black discloses the method wherein the investment portfolio 
includes one of a mutual fund, a pension fund or other investment portfolio (column 1 , 
lines 40-45). 

Regarding claim 40, Black discloses the method wherein the performance 
indicator includes a fundamental financial measure (column 6, lines 36-47; column 8, 
lines 47-49; column 9, lines 55-63; column 10, lines 57-67). 

Regarding claim 41 , Black discloses the method wherein the fundamental 
financial measure includes one of a growth measure, a profitability measure, a capital 
measure, a valuation measure, a sales growth value, a profit margin value, an 
equity:assets value, an interest coverage value, a cash flow:debt service value, a price 
earnings value and a price:book value (column 10, lines 16-20). 

Regarding claim 42, Black discloses a method for evaluating an investment 
portfolio (column 1 , lines 20-23) comprising accessing data for a plurality of companies 
in an investment portfolio (column 1, lines 40-44; column 2, lines 63-67; column 3, lines 
44-50); fiscally realigning the data (column 3, lines 4-6 and 59-61; column 4, lines 21- 
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26; column 9, lines 55-63); calculating at least one predetermined set of values for each 
company using the fiscally realigned data (column 4, lines 45-54; column 5, lines 18-42; 
column 6, lines 37-47); aggregating the at least one predetermined set of values to 
create aggregated values for the investment portfolio (column 6, lines 37-47; column 9, 
lines 55-63); and evaluating the investment portfolio as a function of the aggregated 
values (column 3, lines 44-55; column 9, lines 55-63; column 10, lines 57-67). 

Regarding claim 34, Black discloses a method for evaluating an investment 
portfolio (column 1 , lines 20-23) comprising accessing data for a plurality of companies 
in an investment portfolio (column 1, lines 40-44; column 2, lines 63-67; column 3, lines 
44-50); fiscally realigning the data (column 3, lines 4-6 and 59-61; column 4, lines 21- 
26; column 9, lines 55-63) to exclude data for any company in the investment portfolio 
that lacks data for an entire evaluation period and to include data for any company in 
the investment portfolio that has data for the entire evaluation period (column 5, line 42- 
column 6, line 13); calculating at least one predetermined set of values for each 
company using the fiscally realigned data (column 4, lines 45-54; column 5, lines 18-42; 
column 6, lines 37-47); aggregating the at least one predetermined set of values to 
create aggregated values for the investment portfolio (column 6, lines 37-47; column 9, 
lines 55-63); creating a performance indicator as a function of the aggregated values 
(column 3, lines 44-50; column 9, lines 55-63; column 10, lines 57-67). 
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Regarding claim 35, Black discloses the method wherein the entire evaluation 
period includes a user-defined evaluation period (column 1, lines 54-58; column 9, lines 
55-63; column 10, lines 57-67). 

Regarding claim 37, Black discloses a method for evaluating and comparing 
investment portfolios (column 1, lines 20-23) comprising accessing data for a plurality of 
companies in a first investment portfolio and in a second investment portfolio (column 1, 
lines 40-44; column 2, lines 63-67; column 3, lines 44-50); fiscally realigning the data 
(column 3, lines 4-6 and 59-61 ; column 4, lines 21-26; column 9, lines 55-63); 
calculating at least one predetermined set of values for each company in each of the 
first and second portfolios using the fiscally realigned data (column 4, lines 45-54; 
column 5, lines 18-42; column 6, lines 37-47); aggregating the at least one 
predetermined set of values to create aggregated values for each of the first and 
second investment portfolios (column 6, lines 37-47; column 9, lines 55-63); creating a 
performance indicator as a function of the aggregated values for each of the first and 
second investment portfolios (column 3, lines 44-50; column 9, lines 55-63; column 10, 
lines 57-67); and ranking the first and second investment portfolios as a function of the 
performance indicator (column 2, lines 28-35). 

Regarding claim 38, Black discloses the method wherein the performance 
indicator includes more than one performance indicator (column 9, lines 55-63). 
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Regarding claim 39, Black discloses the method wherein the ranking includes 
ranking the first and second investment portfolios as a function of the more than one 
performance indicator (column 2, lines 28-35; column 9, lines 55-63). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention vras made to a person having ordinary skill in the art to v^ich said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention v/as made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Black and 
"Vertex Interactive Chosen Among Top 100 Leading Edge Supply Chain Vendors by 
Supply Chain e-Business" in Business Wire, June 27, 2001 (further referred to as 
Vertex). Black does not disclose wherein the financial disclosures include one of 1 0-K 
filings and 10-Q filings. However, Vertex discloses wherein the financial disclosures 
include one of 10-K filings and 10-Q filings (page 2, lines 26-31). It would be obvious to 
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one of ordinary skill in the art to combine the use of 10-K filings and 10-Q filings as 
disclosed by Vertex with the company reporting as disclosed by Black. The motivation 
would be that company disclosures would include the required 10-K filings and 10-Q 
filings and would therefore be part of the available information regarding a companies 
performance. 

Claims 7, 11, 15-16 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Black. 

Regarding claim 7, Black discloses wherein the fiscally realigned data provides a 
comparable comparison period for the plurality of companies (column 3, lines 4-6 and 
44-61 ). Black does not disclose the comparable comparison period having one of two 
of three months in common for a desired fiscal quarter and forty-eight of sixty months in 
common for a five year fiscal period. However, this is design choice and is a non-critical 
parameter. Black allows for the adjustment of data regardless of how much data 
overlaps or does not overlap and for representing the data in a calendar format for 
comparison purposes. The overlap values as cited in the current application, as well as 
other overlap values, would fall within the method disclosed by Black. It would be 
obvious to adapt various overlap values, the motivation being to integrate company 
financial data across timelines for comparison purposes. 
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Regarding claim 1 1 , Black does not disclose wherein the comparable fiscal year 
includes a fiscal year having between fifty weeks and fifty-four weeks. However, by 
definition, a fiscal year spans 12 consecutive months, 52 consecutive weeks, 13 four- 
week periods, or 365 consecutive days (i.e., Dictionary of Finance and Investment 
Terms, Barron's Educational Series, by John Downes and Jordan Elliot Goodman). It 
would be obvious to state the fiscal year as spanning between fifty weeks and fifty-four 
weeks, the motivation being to use commonly accepted principals for defining a fiscal 
year. 

Regarding claim 15, Black does not disclose wherein deriving the calendar- 
based date includes if a last day of the fiscal period ends between the first and fifteenth 
day of a fiscal month, then the fiscal period is realigned to a month preceding the fiscal 
month; and if the last day of the fiscal period is after the fifteenth day of the fiscal month, 
then the fiscal period retains the fiscal month. However, the practice of using "IF-THEN" 
functions to perform rounding and variable-assignment functions is old and well known. 
It would be obvious to round the dates as claimed in the present application if it were 
desired to group dates in a monthly format. The motivation would be to appropriately 
group mid-month dates using known functions. 

Regarding claim 16, Black does not disclose wherein realigning the financial data 
includes for a five year period, if a last month of the fiscal period is between July and 
December, a calendar year assigned to the fiscal period is the same as the year of the 
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fiscal period, and if the last month of the fiscal period is between January and June, 
then the calendar year assigned to the fiscal period is one year less than the year of the 
fiscal period; for up to a one year period, if the last month of the fiscal period is one of 
January, April, July and October, then a calendar quarter is assigned to the fiscal period 
as ending a month preceding the last month of the fiscal period, othenvise. the calendar 
quarter is assigned to the fiscal period as ending the last month of the fiscal period. 
However, the same reasoning, obviousness, and motivation for claim 15 apply 
regarding assignment of dates and variables in this claim. 

Regarding claim 36, Black discloses the method wherein the user-defined 
evaluation period includes one of a day, a week, a month, and a year (column 1 , lines 
54-58; column 6, lines 49-52; column 9, lines 55-63). Black does not disclose three 
months, six months, two years and five years. However, with regards to these user- 
defined periods, this is design choice and is a non-critical parameter. Black allows for 
the adjustment of data regardless of how much data overlaps or for how long the data 
spans and for representing the data in a calendar format for comparison purposes. The 
evaluation periods as cited in the current application, as well as other evaluation 
periods, would fall within the method disclosed by Black. It would be obvious to adapt 
various evaluation period values, the motivation being to integrate company financial 
data across timelines for comparison purposes. 



Application/Control Number: 09/900,724 Page 12 

Art Unit: 3628 

Claims 18-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Black as applied to claims 1 and 17 above, and further in view of U.S. Patent No. 
6,850,897 B2 to Paquette (further referred to as Paquette). 

Regarding claim 18, Black does not disclose v\/herein the fundamental financial 
measure includes one of a growth measure, a profitability measure, a capital structure 
measure and a valuation measure. However, Paquette discloses wherein the 
fundamental financial measure includes one of a growth measure, a profitability 
measure, a capital structure measure and a valuation measure (column 3, lines 48-53). 
It would be obvious to one of ordinary skill in the art to combine the use of fundamental 
financial measures such as those disclosed by Paquette with the security analysis 
system as disclosed by Black. The motivation would be to use measures which are well 
known and commonly used when evaluating a company's financial data. 

Regarding claim 19, Black discloses wherein the grov^h measure includes one of 
a sales growth value, an earnings per share value and common equity per share value 
(column 10, lines 16-20). 

Regarding claim 20, Black does not disclose wherein the profitability measure 
includes one of a return on equity value and a profit margin value. However, Paquette 
discloses wherein the profitability measure includes one of a return on equity value and 
a profit margin value (Figure 1 ). It would be obvious to one of ordinary skill in the art to 



Application/Control Number: 09/900,724 Page 13 

Art Unit: 3628 

combine the use of fundamental financial measures such as those disclosed by 
Paquette with the security analysis system as disclosed by Black. The motivation would 
be to use measures which are well known and commonly used when evaluating a 
companies financial data. 

Regarding claim 21, Black does not disclose wherein the capital structure 
measure includes one of an equity:assets value, an interest coverage value and a cash 
flow:debt service value. However, Paquette discloses wherein the capital structure 
measure includes one of an equity:assets value, an interest coverage value and a cash 
flow:debt service value (column 5, lines 22-28). It would be obvious to one of ordinary 
skill in the art to combine the use of fundamental financial measures such as those 
disclosed by Paquette with the security analysis system as disclosed by Black. The 
motivation would be to use measures which are well known and commonly used when 
evaluating a companies financial data. 

Regarding claim 22, Black discloses wherein the valuation value includes one of 
a price:earnings value and a price:book value (column 2, lines 8-22). 

Regarding claim 23, Black discloses the performance indicator including the 
aggregated values for substantially all of the plurality of companies (column 3, lines 44- 
58). Black does not disclose wherein the performance indicator includes one of a 
growth indicator, a profitability indicator, a capital structure indicator and a valuation 
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indicator. However, Paquette discloses wherein the fundamental financial measure 
includes one of a growth measure, a profitability measure, a capital structure measure 
and a valuation measure (column 3, lines 48-53). It would be obvious to one of ordinary 
skill in the art to combine the use of fundamental financial measures such as those 
disclosed by Paquette with the security analysis system as disclosed by Black. The 
motivation would be to use measures which are well known and commonly used when 
evaluating a company's financial data. 

Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Black 
and Paquette, and further in view of U.S. Patent No. 6,976,000 B1 to Manganaris et al 
(further referred to as Manganaris). Neither Black nor Paquette disclose the method 
wherein the aggregated values include at least one predetermined set of values for a 
respective one of a plurality of companies having a negative value. However, 
Manganaris discloses the method wherein the aggregated values include at least one 
predetermined set of values for a respective one of a plurality of companies having a 
negative value (column 6, lines 58-67). It would be obvious to use the combination of 
negative values in an aggregate when comparing a collection of items (be they 
companies, groups of stocks, a group of goods to be purchased as specified by 
Manganaris) as disclosed by Manganaris with the security analysis system as disclosed 
by Black and Paquette. The motivation would be to use the values as calculated, and 
not drop negative values as is done in some cases, such as to provide investors with 
the full data set in reviewing rated securities. 
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Claims 25, 27 and 32-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Black and further in view of U.S. Patent No. 5,819,238 to Fernholz 
(further referred to as Fernholz). 

Regarding claim 25, Black does not disclose wherein aggregating the at least 
one predetermined set of values includes weighing the data for each of the plurality of 
companies based on a value of each company as a percentage of the plurality of 
companies. However, Fernholz discloses wherein aggregating the at least one 
predetermined set of values includes weighing the data for each of the plurality of 
companies based on a value of each company as a percentage of the plurality of 
companies (column 1 , lines 47-62). It would be obvious to one of ordinary skill in the art 
to combine the use of weights as disclosed by Fernholz with the security analysis 
system as disclosed by Black. The motivation would be that when examining a portfolio 
or mutual fund, etc. comprised of various companies and/or investments, the investor 
desires to know how much each component comprises and determining weights in the 
common approach to this information. 

Regarding claim 27, Black does not disclose the method wherein each of the 
plurality of companies is identified by a CUSIP member. However, Fernholz discloses 
the method wherein each of the plurality of companies is identified by a CUSIP member 
(column 18, lines 24-31). It would be obvious to one of ordinary skill in the art to 
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combine the use of identifying an organization using the CUSIP number as disclosed by 
Fernholz with the security analysis system as disclosed by Black. The motivation would 
be to use a commonly used and known identifier for companies when compiling and 
comparing data for a variety of companies. 

Regarding claim 32, Black discloses a method for evaluating an investment 
portfolio (column 1 , lines 20-23) comprising accessing data for a plurality of companies 
in an investment portfolio (column 1, lines 40-44; column 2, lines 63-67; column 3, lines 
44-50); fiscally realigning the data (column 3, lines 4-6 and 59-61; column 4, lines 21- 
26; column 9, lines 55-63); calculating at least one predetermined set of values for each 
company using the fiscally realigned data (column 4, lines 45-54; column 5, lines 18^2; 
column 6, lines 37-47); aggregating the at least one predetermined set of values to 
create aggregated values for the investment portfolio (column 6, lines 37-47; column 9, 
lines 55-63); creating a performance indicator as a function of the aggregated values 
(column 3, lines 44-50; column 9, lines 55-63; column 10, lines 57-67). 

Black does not disclose a method for identifying one of a number of holdings and 
a value of holdings at a first predetermined time for an investment portfolio; identifying 
one of a number of completely new holdings and a value of the completely new holdings 
at a second predetermined time for the investment portfolio; identifying one of a number 
of completely sold holdings and a value of the completely sold holdings at the second 
predetermined time for the investment portfolio. 



Application/Control Number: 09/900,724 Page 17 

Art Unit: 3628 

However, Fernholz discloses a method for evaluating an investment portfolio, 
comprising identifying one of a number of holdings and a value of holdings at a first 
predetermined time for an investment portfolio (column 21, lines 16-23; column 22, lines 
14-18); identifying one of a number of completely new holdings and a value of the 
completely new holdings at a second predetermined time for the investment portfolio 
(column 20, lines 35-62; column 21, lines 16-23; column 22, lines 14-18); identifying one 
of a number of completely sold holdings and a value of the completely sold holdings at 
the second predetermined time for the investment portfolio (column 20, lines 35-62; 
column 21, lines 16-23; column 22, lines 14-18). It would be obvious to combine the 
evaluation of holdings and trades as disclosed by Fernholz with the security analysis 
system as disclosed by Black. The motivation would be to determine the value of the 
portfolio based on newly sold and newly acquired elements in the portfolio in order to 
know the total value therein. 

Neither Black nor Fernholz does not disclose summing one of (a) the number of 
completely new holdings and the number of completely sold holdings and (b) the value 
of the completely new holdings and the value of the completely sold holdings; dividing 
the summed value by one of the number of holdings of the first predetermined time and 
the value of holdings at the first predetermined time to produce a stability ratio; and 
generating a multivariate analysis of the investment portfolio using at least one 
performance indicator and the stability ratio. However, the method of combining, 
through addition and subtraction, various values from a financial measure perspective 
and then creating a ratio by then dividing by another of a financial measure for use in 
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multivariate analysis is common practice and well known. The motivation for doing such 
calculations would be to use financial measures to evaluate the investment portfolio 
from which the values were obtained. 

Regarding claim 33, Black discloses the method wherein the investment portfolio 
includes a plurality of investment portfolios (column 1, lines 40-45; column 3, lines 44- 
50). 

Claims 28-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 5,819,238 to Fernholz (further referred to as Fernholz). 

Regarding claim 28, Fernholz discloses a method for evaluating an investment 
portfolio, comprising identifying one of a number of holdings and a value of holdings at a 
first predetermined time for an investment portfolio (column 21, lines 16-23; column 22, 
lines 14-18); identifying one of a number of completely new holdings and a value of the 
completely new holdings at a second predetermined time for the investment portfolio 
(column 20, lines 35-62; column 21, lines 16-23; column 22, lines 14-18); identifying one 
of a number of completely sold holdings and a value of the completely sold holdings at 
the second predetermined time for the investment portfolio (column 20, lines 35-62; 
column 21, lines 16-23; column 22, lines 14-18). 

Fernholz does not disclose summing one of (a) the number of completely new 
holdings and the number of completely sold holdings and (b) the value of the completely 
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new holdings and the value of the completely sold holdings; dividing the summed value 
by one of the number of holdings of the first predetermined time and the value of 
holdings at the first predetermined time to produce a stability ratio; evaluating the 
investment portfolio as a function of the stability ratio. However, the method of 
combining, through addition and subtraction, various values from a financial measure 
perspective and then creating a ratio by then dividing by another of a financial measure 
is common practice and well known. The motivation for doing such calculations would 
be to use financial measures to evaluate the investment portfolio from which the values 
were obtained. 

Regarding claim 29, Fernholz discloses the method wherein the investment 
portfolio includes one of a mutual fund, a pension fund or other investment portfolio 
(column 1 , lines 30-35). 

Regarding claim 30, Fernholz discloses the method wherein the second 
predetermined time is sex months after the first predetermined timed (see "any such 
desired interval" column 5, lines 5-14). 

Regarding claim 31 , Fernholz does not disclose the method wherein evaluating 
includes assigning a rating to the investment portfolio having a relationship to the 
stability ratio. However, it would be obvious to one of ordinary skill in the art to assign a 
rating when reviewing financial measure data. The motivation would be to rate the 



Application/Control Number: 09/900,724 



Page 20 



Art Unit: 3628 

companies or portfolios being reviewed such that decisions could be made based on 
the calculated ratios and measures. 

Any inquiry concerning this communication should be directed to Jennifer 
Liversedge whose telephone number is 571-272-3167. The examiner can normally be 
reached on Monday - Friday, 8:30-5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sam Sough can be reached at 571-272-6799. The fax number for the 
organization where the application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Jennifer Liversedge 



Examiner 
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